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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 13 recites the limitation "the image forming direction" in line 5. There is 
insufficient antecedent basis for this limitation in the claim. 

Regarding claim 13, the recitation, "controlling and guiding, by way of a sheet 
guide..." is confusing. In particular, it is unclear what is controlled and guided. There 
appears to be no mention of paper or any other item that is guided. 

Also, with the way claim 13 is worded, it is confusing in line 13 as to what 
descends by ah empty weight of the special sheet. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 3-4, 8-9 and 11-12 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Japanese Publication No. 7-76438. 
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Regarding independent claim 4, Figs. 1-7 show a sheet feeder (including 2 and 
10) in an image forming apparatus (1) including 

a manual sheet supply unit (11a) to supply a special sheet and an ordinary sheet, 
wherein the special sheet is stiffer and smaller in size than the ordinary sheet; 

a conveying member (21) to convey the special sheet and the ordinary sheet 
supplied from the manual sheet supply unit (11a) toward an image forming process unit 
(e.g., an image recording part in the English Abstract); and 

a sheet guide (30) provided between the manual sheet supply unit (11a) and the 
conveying member (21), having special sheet ribs (Figs. 5 and 6) to control both sides 
of the special sheet that is inserted and guided by the special sheet ribs (Figs. 5 and 6), 
and to guide the ordinary sheet by passing the ordinary sheet on an upper surface of 
the special sheet ribs (Figs. 5 and 6), wherein the sheet guide (30) further has a 

* 

pressing member (50) between the special sheet ribs (Figs. 5 and 6) that prevents the 
bending of the central portion of the ordinary sheet by pressing (Fig. 6) the back of the 
central portion of the ordinary sheet with elastic force, and descends by an empty 
weight of the special sheet when the special sheet is inserted between the special sheet 
ribs. By controlling the surface of the sheet in contact with the ribs, the whole sheet 
(i.e., both sides of the sheet) can be controlled. Regarding the recitation "a pressing 
member between the special sheet ribs that prevents the bending of the central 
portion of the ordinary sheet by pressing the back of the central portion of the 
ordinary sheet with elastic force, and descends by an empty weight of the special 
sheet when the special sheet is inserted between the special sheet ribs", this 
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bolded portion of the recitation has not been given patentable weight in view of MPEP, 
section 21 14. Specifically, MPEP, section 21 14 states that, "While features of an 
apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function." See MPEP, section 21 14. Also, the recitation of the special sheet being 
stiffer and smaller than the ordinary sheet has not been given any patentable weight in 
view of MPEP, section 2115. MPEP, section 2115 states that, "[inclusion of material or 
article worked upon by a structure being claimed does not impart patentability to the 
claims." See MPEP, section 21 1 5. As such, it is the examiner's position that all of the 
features of claim 4 are disclosed in Japanese Publication No. 7-76438. 

Regarding independent claim 9, Figs. 1-7 and the detailed description of 
Japanese Publication No. 7-76438 disclose a sheet feeder in an image forming 
apparatus (including 2 and 10) including 

a manual sheet supply unit (11a) to supply a special sheet and an ordinary sheet 
on a manual sheet supply tray (inside 11a), wherein the special sheet is stiffer and 
smaller in size than the ordinary sheet; 

aligning rollers (21 in Fig. 21 and numbered paragraphs [0005] and [0009]) to 
align leading edges of the special sheet and the ordinary sheet supplied from the 
manual sheet supply unit (11a) and convey in the image forming direction (Fig. 7); and 

a sheet guide (30) provided between the manual sheet supply unit (11a) and the 
aligning rollers (21), having special sheet ribs (Figs. 5 and 6) to control both sides of the 
special sheet and to guide the ordinary sheet by passing the ordinary sheet on upper 
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surfaces of the special sheet ribs (Fig. 6), wherein the sheet guide (30) further has a 
pressing member (50) between the special sheet ribs (Figs. 5 and 6) that prevents the 
bending of the central portion of the ordinary sheet by pressing the back of the central 
portion of the ordinary sheet with elastic force, and descends by an empty weight of the 
special sheet when the special sheet is inserted between the special sheet ribs. As 
mentioned above with regard to the recitation "a pressing member between the special 
sheet ribs that prevents the bending of the central portion of the ordinary sheet by 
pressing the back of the central portion of the ordinary sheet with elastic force, 
and descends by an empty weight of the special sheet when the special sheet is 
inserted between the special sheet ribs", this bolded portion of the recitation has not 
been given patentable weight in view of MPEP, section 21 14. Likewise, the recitation of 
the special sheet being stiffer and smaller than the ordinary sheet has not been given 
patentable weight in view of MPEP, section 21 15. Thus, it is the examiner's position 
that all of the features of claim 9 are disclosed in Japanese Publication No. 7-76438. 

Regarding claims 3 and 8, Figs. 1 and 7 show that the manual sheet supply unit 
(11a) supplies the special sheet and the ordinary sheet in a horizontal direction, and the 
(conveying member (21)/aligning rollers (21)) convey the special sheet and the ordinary 
sheet in a vertical direction. 

Regarding claims 1 1 and 12, MPEP, section 2115 states that, "[i]nclusion of 
material or article worked upon by a structure being claimed does not impart 
patentability to the claims." See MPEP, section 21 15. As such, no patentable weight 
has been given to the special sheet being claimed as a postcard. As such, it is the 
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examiner's position that all of the limitations of claims 1 1 and 12 are met by Japanese 
Publication No. 7-76438. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 5 and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japanese Publication No. 7-76438 as applied to claims 4 and 9 
above, and further in view of U.S. Patent No. 6,102,393 (Kida et al.). Japanese 
Publication No. 7-76438 discloses that the pressing member (50) is made from plastic 
film, but does not specifically state that the pressing member (50) is polyester film. 

The Kida et al. patent discloses that it is well known to provide a paper-handling 
device with paper guides (72) that are flexible, in that they are made from Mylar. 
Moreover, the dictionary definition of "Mylar" is "A trademark for a thin strong polyester 
film". See page 780 of Webster's II New Riverside University Dictionary. It would have 
been obvious to one of ordinary skill in the art at the time of the invention, to provide the 
apparatus of Japanese Publication No. 7-76438 with a pressing member made from 
polyester, to ensure that the pressing member has sufficient flexibility characteristics, as 
taught by Kida et al. 



Application/Control Number: 10/694,992 



Art Unit: 3653 



Page 7 



Response to Arguments 

4. Applicant's arguments filed 08/02/2006 have been fully considered but 

they are not persuasive. Applicant argues that. 

The claims contain the recitation of features that are not present in the 
device of Japan '438. Newly amended independent claims 4 and 9 
recite a sheet guide having special sheet ribs, " wherein the sheet guide 
further has a pressing member between the special sheet ribs that 
prevents the bending of the central portion of the ordinary sheet by 
pressing the back of the central portion of the ordinary sheet with 
elastic force , and descends by an empty weight of the special sheet 
when the special sheet is inserted between the special sheet ribs." As 
shown in Fig. 3 of the specification, the pressing member of this 
embodiment of the present invention is attached to the sheet guide 13 
by a mounting portion 20a . Thus, the claimed invention is directed to a 
sheet guide having both special sheet ribs and a pressing member 
attached to the sheet guide . The pressing member prevents the 
bending of the central portion of the ordinary sheet by pressing the 
back of the central portion of the ordinary sheet with elastic force. In 
addition, the pressing member is configured to descend when the ■ 
special sheet is inserted between the special sheet ribs. 
In the Office Action, the Examiner asserts that "the sheet guide (30) 
further has a pressing member (50) between the special sheet ribs." 
Instead, Japan '438 teaches the use of two guide structures positioned 
opposite one another . The first guide structure is a flank guide plate 30 
having a plurality of ribs. The second guide structure is a separate 
guide plate 45 having an elastic body 50 projecting from the guide 
plate 45. Accordingly, Japan '438 teaches the use of two guide plates, 
(1) a flank guide plate 30 having ribs and (2) a separate guide plate 45 
having an elastic body . (See Figure 4.) As shown in Figure 4, the two 
distinct guide plates are positioned opposite each other so that a form 
P moves between the guide plates. Further, Japanese '438 discloses a 
structure in which the side guide plates provided with the ribs prevent 
the skewing of standard-size sheets. However, the side guide plates 
are not configured to prevent skewing when special sheets such as 
postcards, etc. which are larger in mass and relatively smaller in size 
than standard-size sheets. Moreover the Japan '438 reference 
teaches that the elastic body 50 presses the form P into the flank guide 
plate 30 ribs . This is shown, for example, in figures 4 and 6. 
Thus, Japan '438 fails to teach or disclose a sheet guide having special 
sheet ribs and a a pressing member "between the special sheet ribs 
that prevents the bending of the central portion of the ordinary sheet by 
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pressing the back of the central portion of the ordinary sheet with 
elastic force, and descends by an empty weight of the special sheet 
when the special sheet is inserted between the special sheet ribs" as 
claimed in claims 4 and 9. 

In response, independent claims 4 and 9 do not require that the recited "sheet 
guide" be provided as a single portion or a single part. Rather, it is the examiner's 
position that the sheet guide can include one or more portions (e.g., including elements 
30 and 50 of Japanese Publication No. 7-76438), which can act together as a guide for 
guiding sheets. 

In response to applicant's arguments about the recited function(s) performed by 
the sheet guide of claims 4 and 9, it is noted that claims 4 and 9 recite, "the sheet guide 
further has a pressing member between the special sheet ribs that prevents the 
bending of the central portion of the ordinary sheet by pressing the back of the 
central portion of the ordinary sheet with elastic force, and descends by an empty 
weight of the special sheet when the special sheet is inserted between the special 
sheet ribs." As explained above in the rejections of claims 4 and 9, this bolded portion 
of the recitation has not been given patentable weight in view of MPEP, section 2114. 
Specifically, MPEP, section 21 14 states that, "While features of an apparatus may be 
recited either structurally or functionally, claims directed to an apparatus must be 
distinguished from the prior art in terms of structure rather than function." (emphasis 
added) See MPEP, section 2114. Also, the recitation of the special sheet being stiffer 
and smaller than the ordinary sheet has not been given any patentable weight in view of 
MPEP, section 21 15. MPEP, section 2115 states that, "[ijnclusion of material or article 
worked upon by a structure being claimed does not impart patentability to the claims." 
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See MPEP, section 2115. Accordingly, it is the examiner's position that all of the 
features of claims 4 and 9 are disclosed in Japanese Publication No. 7-76438. 

Conclusion 

5. The fact that not all of the claims have been rejected in view of prior art 
does not mean that such claims contain allowable subject matter. For example, claim 
1 3 is too unclear to determine if this claim does or does not include allowable subject 
matter. 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thomas A. Morrison whose telephone number is 
(571) 272-7221. The examiner can normally be reached on M-F, 8am - 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Mackey can be reached on (571) 272-6916. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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